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Sir: 

PRE-APPEAL BRIEF REOUEST FOR REVIEW 

Claims 2, 3, 5-8, 38, 39, 41-44, 74, 75, 80, 82-87, 92, and 94-140 are pending in the 
application, in which claims 2, 38, 116 and 133 are the independent claims. 

1. Examiner's silence with regards to all the limitation of claim 133 results 
in clear error under 35 U.S.C. § 103(a). 

The Examiner's failure to adequately address all of the limitations in claim 133 
resulted in clear error. The following limitation of claim 133 is not taught by any of the 
cited references: "receiving the vehicle, in accordance with the agreement, on the future 
date." 

The Examiner is completely silent with regards to this limitation. There is no 
discussion in the Final Action of November 27, 2009 ("Final Action") , whatsoever, of 
"receiving the vehicle, in accordance with the agreement, on the future date." Thus, the 
Examiner's failure to address all of the limitations of claim 133 resulted in clear error. 
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2. Reliance on a single sentence taken out of context fails to meet the 
prima facie burden of obviousness under 35 U.S.C. § 103(a) for 
rejecting claims 2, 38 and 116. 

The Examiner's failure to adequately address all of the limitations in independent 
claims 2, 38 and 116 resulted in clear error. The following limitation of the claims is not 
taught by any of the cited references: "delivering the vehicle, in accordance with the 
agreement, on the future date." 

The Examiner concedes that the primary reference (Himmelstein) fails to teach the 
above-cited limitation, but he alleges that cited portions of Whitworth do. Finzil Action, p. 



At best, the cited-portions of Whitworth disclose the following paragraph: 

For most futures contracts, the exchange allows settlement 
with physical delivery... In some cases, such as the S&P 
500 index, delivery ... would be possible, but difficult. In 
other cases, such as heating degree days or the bankruptcy 
index, delivery of the underlying quantity is impossible. 
Given that delivery of fractional cars would be required for 
some models , and that the United States RV index could 
include more than 1,000 models and submodels, physical 
delivery will not likely be allowed under the contract terms 
(emphasis added). 



See Whitworth. col. 11. lines 37-48 . 

It was erroneous for the Examiner to focus only on the first sentence 
of the above-cited paragraph: "/or most futures contracts, the exchange 
allows settlement with physical delivery." Id. He completely ignores the 
remainder of the paragraph, which states that in the case of vehicles, there is 
a problem with delivery, because doing so requires a nonsensical "delivery 
of fractional cars." Id. Thus, rather than teaching "delivering the vehicle, 
in accordance with the agreement, on the future date," the cited paragraph 
of Whitworth actually creates a need for the physical delivery of vehicles. 
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Under the Examiner's flawed logic, it would be argued that the first 
sentence of the cited paragraph of Whitworth also teaches delivering the 
underlying quantity of the bankruptcy index — which is clearly impossible. 

Thus, it was en-oneous for the Examiner to base his rejection 
exclusively on a single sentence that was taken out of context of the entire 
paragraph, especially since the remaining teachings of that paragraph negate 
its application to claims 2, 38 and 116. 

The Examiner's failure to address all of the limitations of 
independent claims 2, 38 and 116, as required for establishing a prima facie 
case of obviousness under 35 U.S.C. § 103(a) resulted in clezir error. 

3. The use of circular reasoning to support a motivation to modify Himmelstein 
and Whitworth with Wang under 35 U.S.C. § 103(a) was in clear error for 
rejecting claims 2. 38. 105. 106. 114. 115. 116. 131. 132. 133 and 140. 

The motivation proffered by the Examiner to modify Himmelstein and Whitworth 
with Wang has no basis in the evidence of record, and thus was in clear error. In rejecting 
claims 2, 38, 105, 106, 114, 115, 116, 131, 132, 133 and 140, the Examiner asserts that. 

It would have been obvious to one of ordinary skill in the art 
at the time of the invention to modify Himmelstein and 
Whitworth combination to include at least a descriptive 
parameter of a vehicle as taught by Wang for the obvious 
reason of classifying the vehicles according to type, model, 
year and color. 

Final Action, p. 4 . 

In other words, the Examiner asserts that it would have been obvious to include the 
feature of a descriptive parameter of a vehicle for the reason of classifying a vehicle 
according to its descriptive parameters. This is circular reasoning, not evidence. 

The Examiner's assertions are merely conclusory and unsupported by any factual 
findings, let alone factual findings supported by substantial evidence; and without such 
factual findings, there is no prima facie case of obviousness. 
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Thus, the Examiner's failure to meet his prima facie burden of obviousness for 
rejecting claims 2, 38, 105, 106, 114, 115, 116, 131, 132, 133 and 140 under 35 U.S.C. § 
103(a) was in clear error. 

Respectfully submitted, 
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